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DETAILED ACTION 
Claim Objections 

1 . Claims 4 and 17 are objected to because of tine following informalities: Improper 
Markush group. The format should be either "selected from the group consisting 

of.. ..and..." or "selected from. ..or..." Also, there is no "and" or "or" inserted before the 
last element in these claims. Appropriate correction is required. 

2. Claims 6, 8, 9, and 1 8-20 are objected to under 37 CFR 1 .75(c), as being of 
improper dependent form for failing to further limit the subject matter of a previous 
claim. Applicant is required to cancel the claim(s), or amend the claim(s) to place the 
claim(s) in proper dependent form, or rewrite the claim(s) in independent form. These 
claims depend on either claim 1 or claim 16 but do not alter the aqueous dispersion in 
claim 1 or the copolymer in claim 16 in any way. 

Claim Rejections - 35 USC § 101/112 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 8, 1 5, 1 8, and 1 9 provide for the use of an aqueous dispersion, a fibrous 
substrate, a copolymer, and an aqueous dispersion, respectively, but, since the claims 
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do not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claims 8, 15, 18, and 19 are also rejected under 35 U.S.C. 101 because the 
claimed recitation of a use, without setting forth any steps involved in the process, 
results in an improper definition of a process, i.e., results in a claim which is not a 
proper process claim under 35 U.S.C. 101 . See for example Ex parte Dunki, 153 
USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 
149USPQ 475 (D.D.C. 1966). 



Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 16-18 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In claim 16, line 1, the use of the phase "obtainable 
by" renders unclear as to whether other copolymers made using other unspecified 
processes are also within the claimed scope. If applicant is intending to specify the 
copolymer which is produced by the recited process, then the phrase "obtained by" 
should be used. 
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8. Claims 9-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The process recited in claim 9 is indefinite as no 
precise process steps are given. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 1-10, 12-13, and 16-18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Danish et al. (US 6,336,942). 

1 1 . Corresponding to the limitations set forth in these claims, Danish et al. (Danish, 
hereafter) teaches an aqueous dispersion of a copolymer obtained by free radical 
copolymerization of 45-60 mol% of component A, 40-50 mol% of component B, 0-5 
mol% of component C, wherein these mole percents are based on 100 mol% of A+B+C 
(col. 4, lines 47-52), and 25-50 mol% of component D, wherein this mole percent is 
based on the number of moles of carboxyl groups on the copolymer ABC (col. 6, 
lines54-56). Component A comprises C4-C6 ethylenically unsaturated carboxylic acid 
anhydride (col. 2, lines 46-58). Component B comprises, preferably, oligomers of 
isobutene having an Mn of 1000-2300 (col. 3, lines 38-42). Component C comprises 
species recited in claims 4 and 17 (col. 3, lines 48-67; col. 4, lines 1-46). Component D 
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comprises species recited as component D in claims 1 and 16 (col. col. 7). The water 
content in the aqueous dispersion is 30-90 wt% (col. 6, line 26). The anhydride groups 
are hydrolyzed and neutralized to an extent greater than 10% after the copolymerization 
or even during the polymerization by adding water then dilute aqueous bases (col. 6, 
lines 14-24). In the process for preparing the aqueous dispersion comprises, component 
A and, if used, component C, are initially taken. Monomer A and initiator are then 
metered in (col. 5, lines 61-67; col. 6, lines 1-9). The desired fraction of the anhydride 
groups are amidated or esterified with component D and the remaining anhydride 
groups are hydrolyzed and neutralized to the desired extent (col. 6, lines 46-53; col. 7, 
lines 58-64). The aqueous dispersion is used to treat leather and skins (col. 8, lines 9- 
46) and also used as dispersant for inorganic and organic pigments (col. 8, lines 47-67). 
It is noted that leather is a collagen fibrous material. 



Claim Rejections - 35 USC § 103 

1 2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. Ascertaining tlie differences between the prior art and tlie claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

14. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Danish 
et al.(US 6,336,942). 

1 5. Regarding the limitations set forth in this claim, the fibrous substrate of claim 1 2 
has been shown to be anticipated by Danish in the form of treated leather as mentioned 
above. Danish is silent as to an article made of the disclosed leather . However, 
considering that leather is widely employed for upholstery and automatic parts and 
considering that the treated leather disclosed by Danish overcomes many 
disadvantages associated with prior art methods, including insufficient penetration (col. 

1 , lines 46-56), it would have been obvious to a person having ordinary skill in the art at 
the time the invention was made to have employed the treated leather taught by Danish 
to prepare articles for use in upholstery and automatic parts. 

16. Claims 11 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Danish et al. (US 6,336,942) in view of Pabst et al. (WO 03/023070 A1 ). Notes: 
Document US 2004/0194222 is being relied upon as an English equivalence of the 
document WO 03/023070 A1. 

1 7. Regarding the limitations set forth in these claims, the process of claim 1 1 and 
the substrate of claim 14 have been shown to be anticipated by Danish as discussed 
above. The prior art provides no preference as to the nature of the pre-treated leather. 
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In the disclosed examples, the prior art employs chrome-tanned cattle wet-blue (col. 10, 
line 35). However, the prior art makes no mention of wet-white leather . 

1 8. Pabst at al. (Pabst, hereafter) teaches polyisobutene as substitute for wool fat in 
stuffing agents for the production of leather (Title). The polyisobutene is modified with 
acid anhydride such as maleic anhydride or succinic anhydride [0078-0084]. The 
polyisobutene is made into a fatliquoring composition that can be employed to treat not 
only wet-blue leather but also wet-white leather [0073]. 

1 9. In light of such teachings and considering the dispersion taught by Danish not 
only has good penetration and water repellent properties but also enhanced fatliquoring 
and retannning action (col. 8, lines 9-14), and further in consideration of the 
disadvantage of using wet-blue leather as related to disposal of chromium-contaminated 
(by)products, it would have been obvious to a person having ordinary skill in the art at 
the time the invention was made to have employed the aqueous dispersion taught by 
Danish for treatment of not only wet-blue leather but also wet-white leather so as to 
minimize the cost associated with disposal of chromium-contaminated wastes and 
byproducts and to improve the properties of the treated leather due to the superior 
properties of the treatment composition taught by Danish. 

20. Claims 19-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Danish et al. (US 6,336,942) in view of Keller et al. (US 2002/0016433). 

21 . Regarding the limitations set forth in these claims, the dispersion of claim 1 has 
been shown to be anticipated by Danish as shown above. However, Danish fails to 
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teach a use of the aqueous dispersion for impregnating sheet-like substrates such as 
concrete or brick. 

22. Keller et al. (Keller, hereafter) teaches a composition for producing difficult-to-wet 
surfaces. The composition comprises mainly of polyisobutene and a finely divided 
powder (see Examples). The composition is used to impart low wettability to a surface 
[0014]. The surfaces to be treated with the disclosed composition are not limited and 
include not only leather but also porous surfaces such as concrete [0070]. 

23. In light of such teachings and considering that the aqueous dispersion taught by 
Danish has not only superior surface penetration and water-repellent properties but also 
serves as excellent dispersant for finely divided powder such as pigments, It would have 
been obvious to a person having ordinary skill in the art at the time the invention was 
made to have employed the aqueous dispersion taught by Danish for treating not only 
leather and skins but also porous substrates such as concrete and brick so that the 
water-resistance property of these surfaces can be improved. 



Contact Information 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vu Nguyen whose telephone number Is (571)270-5454. 
The examiner can normally be reached on M-F 7:30-5:00 (Alternating Friday Off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/David Wu/ 

Supervisory Patent Examiner, Art Unit 1796 



Vu Nguyen 
Examiner 
Art Unit 1796 



